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DETAILED ACTION 
Response to Amendment 

1 . This action is in response to applicant's amendment filed on 10/1/2008. Claims 1-5, 
and 7-23 are presently pending. Claim 6 has been cancelled. 

Applicant's corrections to the specification, as per office action of 4/1/2008, are 
acceptable and so entered. 

Response to Amendment 

2. Applicant's arguments with respect to claims 1-5, and 7-23 have been considered 
but are moot in view of the new ground(s) of rejection. 



Claim Rejections - 35 USC § 101 

3. Claims 1-5, and 7-12 are rejected under 35 U.S.C. 101 as not falling within one of 
the four statutory categories of invention. While the claims recite a series of steps or 
acts to be performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to 
another statutory category (such as a particular apparatus), or (2) transform 
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underlying subject matter (such as an article or material) to a different state or thing 
(Reference the May 15, 2008 memorandum issued by Deputy Commissioner for 
Patent Examining Policy, John J. Love, titled "Clarification of 'Processes' under 35 
U.S.C. 101"). The instant claims neither transform underlying subject matter nor 
positively tie to another statutory category that accomplishes the claimed method 
steps, and therefore do not qualify as a statutory process. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 



obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claims 1-5, and 7-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over D.J. Zigmond, WO 99/66719 (hereinafter "Zigmond") in view of A.A. Rodriguez 
et al., USPGPUB 2003/0154475 (hereinafter "Rodriguez"). 
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Regarding claim 1, Zigmond discloses: method for inserting (Figure 4, element 
60) replacement commercials (7-10) (Figure 4, element 64) into a data stream 
(100) (Figure 4, element 52), the data stream having program (A, B, C) and 
commercial portions (1, 2) (Figure 4, element 52), the method comprising: 

detecting one or more of the commercial portions of the data stream; 

replacing the detected one or more commercial portions with either 
more or less of the replacement commercial portions (Figures 3, and 4; Page 
11, lines 7-30; Page 12, lines1-6) ; and 

wherein the step of replacing comprises one or more preferences of 
the a user (ad selection and insertion criteria is based on preference and viewing 
habits of the user, page 18, lines 23-31) 

Zigmond does not disclose said preferences are used to determine the 
position, frequency and length of the replacement commercial portions in 
the data stream. 

However, Rodriguez, in analogous art, discloses assigning a value to 
advertisements based on frequency and/or duration of advertisements [19]). 
The viewer is afforded a series of menus (HH [25]-[27], selection screens, Figs. 4- 
8, HI [47]-[52]), to incorporate user preferences whereby said preferences are 
used to determine the position, frequency and length of the replacement 
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commercial portions in the data stream. 

Therefore, it would liave been obvious to one of ordinary sl<ill in tine art, at tine 
time of invention, to modify tine system of Zigmond witli Rodriguez's invention in 
order to afford tine viewer a direct clioice over tine type of advertising viewed. 

Regarding claim 2, further comprising storing the commercial portions in 
the data stream subsequent to the detecting. (Zigmond Fig. 5, element 86; 
Page 21 , lines 23-31 ; Page 22, lines 1 -8) 

Regarding claim 3, Zigmond discloses wherein the replacing comprises 
selecting the replacement commercial portions from at least one of the 
stored commercial (Fig. 5, element 86) portions from the data stream and 
other commercial portions from an external source (422) (Fig. 5, "Ad 
Delivery" and/or "Programming Delivery"). (Fig. 5, elements 83, 86, 88, and 90) 

Regarding claim 4, further comprising storing the other commercial portions 
from the external source. (Zigmond Fig. 5, element 86; Page 21 , lines 23-31 ; 
Page 22, lines 1-8) 

Regarding claim 5, further comprising detecting one or more of the program 
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portions of the data stream and storing the one or more detected program 
portions, Zigmond's disclosure is explicit in its awareness and detection of 
various programs and commercials (Ads). On Page 23, lines 20-27, Zigmond 
further offers Ad insertion without regard to the position of the conventional 

advertising slot, therefore stopping the program stream at will, presenting the Ad, 
and then restarting the normal flow of the program. Duhng the program stoppage 
(pause) the program stream must be stored to enable its restart and to ensure no 
loss in the continuity of the program therefore fully meeting the limitation of claim 
5. 

Regarding claim 7, wherein the indicating is a manual indication by the user. 

(Zigmond Page 13, lines 7-14) 

Regarding claim 8, wherein the indicating is an automatic indication from a 
recommendation system that forms a user profile, the user profile 
indicating viewing preferences of the user. (Zigmond Fig. 5, elements 82, 83, 
86, and 88; Page 15, lines 8-18) 

Regarding claim 9, wherein the one or more preferences of the user include 
preferred replacement commercial portions. (Zigmond Page 19, lines 14-19) 

Regarding claim 10, further comprising outputting an output data stream 
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(400) having the program portions and the replacement commercial 
portions. (Zigmond Fig. 5, element 58) 

Regarding claim 1 1, wherein the replacement commercial portions are more 
than the detected commercial portions, the method further comprising 
dividing at least one of the program portions into sub-portions (A.sub.1, 
A.sub.2, B.sub.1, B.sub.2) having at least one of the replacement 
commercial portions there between. Zigmond disclosure, as reflected in Figure 
5 and flow chart of Figure 6 (also page 23, lines 20-21 ), allows for Insertion of 
commercials at any point in the program stream. This necessitates breaking up 
the program stream into as many segments as there are commercials to be 
inserted. Therefore fully meeting the limitation of claim 1 1 . 

Regarding claim 12, wherein the replacement commercial portions are less 
than the detected commercial portions, the method further comprising 
combining at least two of the program portions into a larger program 
portion. (Rejected by the same analysis as claim 1 1 ) 



6. Claims 13- 21, a device effectuating the method of claims 1-5 and 7-12, are hereby 
rejected by the same analysis. 
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7. Clime 22, a computer program product effectuating the method of claims 1-5 and 7- 
12, is hereby rejected by the same analysis. 

8. Claim 23, wherein a program storage device readable by machine, tangibly 
embodying a program of instructions executable by the machine performs the 
method steps for inserting replacement commercials (7-10) into a data stream, 
is hereby rejected by the same analysis as the method claim 1-5, and 7-12; also see 
Fig.5. 



Contacts 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES R. MARANDI whose telephone number is 
(571)270-1843. The examiner can normally be reached on 8:00 AM- 5:00 PM M-F, 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on (571) 272-7353. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/James R. Marandi/ 
Examiner, Art Unit 2421 



/John W. Miller/ 

Supervisory Patent Examiner, Art Unit 2421 



